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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
February 05, 2010 has been entered. 

Response to Arguments 

2. Applicant's arguments with respect to claims 1 -9 and 1 1 -20 have been 
considered but are moot in view of the new ground(s) of rejection necessitated by 
amendment. 

3. The amendments of Claims 1,11, and 17 are sufficient to overcome the rejection 
of Claims 1-13,1 5-1 7, and 1 9-20 under 35 U.S.C. 1 02(e) as anticipated by Faris, of 
Claims 17 and 18 under 35 U.S.C. 102(b) as anticipated by Yukinobu et al., and of 
Claims 1 and 14 as anticipated by Elfenthal et al. However, because of the 
amendments, the international application publication of Faris (WO 2003/096384) is 
applied either separately or in combination with the prior art references relied on in the 
previous Office Action under new statutory ground(s) as unpatentable under 35 U.S.C. 
103(a). 
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Claim Objections 

4. Claim 1 2 is objected to under 37 CFR 1 .75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Applicant is 
required to cancel the claim(s), or amend the claim(s) to place the claim(s) in proper 
dependent form, or rewrite the claim(s) in independent form. Because the preamble 
recites a curing or drying additive and Claim 1 1 is the only preceding claim which claims 
a composition, Examiner will treat Claim 12 as depending from Claim 1 1 . 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

7. Claims 1-9, 11 -17 and 19-21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Faris (WO 2003/096384). 

Regarding Claims 1,3-6, 8, 15-16, and 21, Faris (WO'384) suggests a method of 
coating with transparent conductive ink, comprising the steps of adding ("mixing") to a 
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surface-coating composition or printing ink one or more pale or transparent particulate 
semiconductor materials, including indium tin oxide, zinc oxide, doped zinc oxide, and 
doped tin oxide in spherical or flake-form; applying to a surface the ink or surface- 
coating composition to form a surface-coating layer; and drying the surface-coating 
layer or ink (Abstract; p. 5, lines 10-16; p. 7, lines 5-14) WO'384 suggests that such 
surface coating compositions or printing inks dry more easily (p. 1 1 , lines 1 0-1 5). 

WO'384 is silent as to the concentration of the one or more pale or transparent 
particulate semiconductor materials. Generally, differences in concentration will not 
support the patentability of subject matter encompassed by the prior art unless there is 
evidence indicating that the concentration is critical. 

Regarding Claim 2, WO'384 teaches that the one or more pale or transparent 
semiconductor materials are homogeneous in structure (p. 6, lines 11-23; p. 8, lines 8- 
11; Claims 17, 20, 21). 

Regarding Claim 7, Claim 1 recites ". . . pale or transparent [] materials or one or 
more particulate substrates . . .", and the language of Claim 7 does not require 
substrates coated with the semiconductor materials; claim 7 implies only that if a 
substrate were required, it would be selected from the group consisting of ..." WO'384 
teaches that a substrate for metal oxide semiconductor is silicon [di]oxide flakes (p. 1 , 
lines 13-18). 

Regarding Claim 9, the semiconductor of WO'384 is an element either of a set of 
amorphous (or noncrystalline) semiconductors or of a set of crystalline (or "morphous") 
semiconductors, since these are complementary sets. 
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Regarding Claim 13, while not precluding other drying/ curing steps, WO'384 
teaches a step of "normal room temperature drying of ink based applications" which 
clearly envisions drying the surface coating layer or the printing ink in air (p. 7, lines 9- 
14; p. 11, lines 10-15). 

Regarding Claim 14, WO'384 does not particularly limit the coating layer to a 
particular surface, and to the extent that WO'384 suggests that the conductive ink can 
be used where transparency is desired (e.g. for windows for transportation) and for 
antennae, WO'384 would have suggested that the method can be performed on an 
automobile (i.e. as an automobile paint) (p. 11, lines 1 0-1 5). Examiner notes that to the 
extent that Claim 14 merely characterizes the coating layer as "an automobile paint," 
such characterization does not carry significant patentable weight since it does not 
further limit the method. Moreover, that the composition may be called "automobile 
paint" does not mean that the paint is necessarily applied to the surface of an 
automobile. 

Regarding Claim 17 and 19-20, WO'384 suggests a method comprising adding 
to printing ink one or more pale or transparent particulate materials (p. 4, lines 1 5-1 6; p. 
5, line 7-p. 6, line 2; p. 7, lines 5-17). The step of adding such materials to a surface- 
coating layer or printing ink would have produced the result of drying or curing the 
surface-coating layer or printing ink. WO'384 suggests that such surface coating 
compositions or printing inks dry more easily (p. 11, lines 10-15). 

WO'384 is silent as to the concentration of the one or more pale or transparent 
particulate semiconductor materials. Generally, differences in concentration will not 
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support the patentability of subject matter encompassed by the prior art unless there is 
evidence indicating that the concentration is critical. 

WO'384 suggests that the composition would allow the ink or surface coating 
composition to dry more quickly, since it dries more easily, but does not teach the extent 
to which the drying time or curing time is shortened. It would have been obvious to a 
person of ordinary skill in the art at the time of invention to modify the method of 
WO'384 by adding suitable carriers as suggested by WO'384 to reduce the drying time 
by the time recited by the claim. 

Regarding Claim 1 1 , WO'384 teaches a printing ink composition comprising one 
or more pale or transparent particulate semiconductor materials, such as ZnO or indium 
tin oxide (Abstract; p. 5, lines 7-16; p. 7, lines 9-17). WO'384 suggests that the 
composition as claimed would have acted as a drying agent (p. 11, lines 10-15). 

WO'384 is silent as to the concentration of the one or more pale or transparent 
particulate semiconductor materials. Generally, differences in concentration will not 
support the patentability of subject matter encompassed by the prior art unless there is 
evidence indicating that the concentration is critical. 

Regarding Claim 12, WO'384 teaches a composition consisting essentially of 
particulate substrates coated with pale or transparent semiconductor materials 
(Abstract; p. 5, lines 7-16; p. 7, lines 9-17). The composition as claimed would have 
acted as a drying agent (p. 11, lines 10-15). 

8. Claims 1,5-6, 17, 18, and 21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Yukinobu et al. (US 5,41 1 ,792). 
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Regarding Claims 1 , 5, 6 and 21 , Yukinobu et al. (US'792) teach a method for 
applying a printing ink, comprising the steps of applying a transparent conductive ink, 
containing "ITO," to a surface to form a surface-coating layer and curing or drying the 
surface-coating layer (col. 2, lines 21-53; col. 2, line 62 to col. 3, Iine14; col. 5, lines 14- 
20). 

US'792 is silent as to the concentration of the one or more pale or transparent 
particulate semiconductor materials. Generally, differences in concentration will not 
support the patentability of subject matter encompassed by the prior art unless there is 
evidence indicating that the concentration is critical. 

Regarding Claim 17, US'792 teaches drying and/ or curing the semi-conductor 
materials, but does not teach the extent to which the composition shortens curing or 
drying time. It would have been obvious to a person of ordinary skill in the art at the 
time of invention to modify the process of US'792 by adjusting the ratio of components 
or to adjust the amount of carrier/ solvent to solids in order to achieve the desired rate of 
drying, where US'792 teaches that curing and/or drying is desirable. 

Regarding Claim 18, US'792 teaches that the surface-coating layer cures by IR 
radiation (Fifteenth embodiment, col. 13, lines 23-29; Twenty-third embodiment, col. 16, 
lines 57-68). 

9. Claims 1, 14, and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Elfenthal et al. (US 5,215,580). 

Regarding Claims 1,14, and 21 , Elfenthal et al. (US'580) teach a process of 
producing a transparent metal oxide pigment comprising a step of adding to the surface- 
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coating layer one or more pale or transparent particulate semiconductor materials 
(Abstract; col. 1, lines 18-22) and suggest the steps of adding the pigment to a paint for 
an automobile paint coating, which disclosure naturally implies conventional painting 
techniques, including the steps of applying the coating to the surface of a car and curing 
or drying the composition (col. 1 , lines 6-13 and 35-46). 

US'580 is silent as to the concentration of the one or more pale or transparent 
particulate semiconductor materials. Generally, differences in concentration will not 
support the patentability of subject matter encompassed by the prior art unless there is 
evidence indicating that the concentration is critical. 

Conclusion 

10. No Claim is allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ALEXANDER WEDDLE whose telephone number is 
(571) 270-5346. The examiner can normally be reached on Monday-Thursday, 7:30 
AM - 5:00 PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Kornakov can be reached on (571)272-1303. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/A. W./ 

Examiner, Art Unit 1792 
/Michael Kornakov/ 

Supervisory Patent Examiner, Art Unit 1792 



